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Art Unit: 2451 

This action is responsive to the amendment and remarks filed on October 22, 
2008. Claims 1-49 are presented for further examination. 

Restriction to one of the following inventions is required under 35 U.S.C. § 121 : 

I. Claims 1-12, 20-29, 30-38, 41-49 are drawn to an instant messaging (1M) 
system comprising: 

an IM server connected to a communication network; and 
logic operable on the IM server enabling a first user to browse contacts associated with 
a second user, wherein the logic enables the second user to act as an intermediary in 
response to a request by the first user to add a contact associated with the second user , 
classified in Class 709, subclass 206. 

II. Claims 13-19, and 39-40 are drawn to an instant messaging (IM) system 
comprising: 

a repository storing profile information about individual users; and a description- 
based search means executable by users to search the profile information stored in the 
repository for one or more other users based on search criteria entered bv a searching 
user, the one or more other users being new contacts to the searching user, classified in 
Class 707, subclass 3. 

Inventions I and II are related as subcombinations disclosed as usable together in a 
single combination . The subcombinations are distinct from each other if they are shown to 
be separately usable. In the instant case, Invention I is directed to logic operable on the 
IM server enabling a first user to browse contacts associated with a second user, 
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wherein the logic enables the second user to act as an intermediary in response to a 
request bv the first user to add a contact associated with the second user , classified in 
different Classes/subclasses. And, this combination, Invention I, as claimed does not 
require the particulars of the subcombination as claimed because the Invention I does not 
explicitly require a description-based search means executable bv users to search the 
profile information stored in the repository for one or more other users based on search 
criteria entered bv a searching user, the one or more other users being new contacts to 
the searching user . More specifically, Invention I does not require search means 
executable by users to search the profile information stored in the repository for 
one or more other users based on search criteria entered by a searching user. 
The subcombination has separate utility such as start, stop and interrupting the simulation 
executed by the simulation execution means at the specified timing, classified in a different 
Class/Subclass . See M.P.E.P. § 806.05(d). 

These inventions are distinct for the reasons given above, and the search required 
for each Group is different and not co-extensive for examination purpose. 

For example, the searches for the two inventions would not be co-extensive 
because these groups would require different searches on PTO's classification class and 
subclass as following: 

(a) the Group I search (claims 1-12, 20-29, 30-38, 41-49) would require use of 
search Class 709, subclass 206 ( not require for the invention II). 

(b) the Group II search (claims 13-19, and 39-40) would require use of search 
Class 707, subclasses 3 ( not require for the invention I). 
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The examiner has required restriction between combination and subcombination 
inventions. Where applicant elects a subcombination, and claims thereto are 
subsequently found allowable, any claim(s) depending from or otherwise requiring all 
the limitations of the allowable subcombination will be examined for patentability in 
accordance with 37 CFR 1 .1 04. See MPEP § 821 .04(a). Applicant is advised that if 
any claim presented in a continuation or divisional application is anticipated by, or 
includes all the limitations of, a claim that is allowable in the present application, such 
claim may be subject to provisional statutory and/or nonstatutory double patenting 
rejections over the claims of the instant application. Restriction for examination 
purposes as indicated is proper because all these inventions listed in this action are 
independent or distinct for the reasons given above and there would be a serious 
search and examination burden if restriction were not required because one or more of 
the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 

different classification; 

(b) the inventions have acquired a separate status in the art due to their 

recognized divergent subject matter; 

(c) the inventions require a different field of search (for example, searching 

different classes/subclasses or electronic resources, or employing different 
search queries); 

(d) the prior art applicable to one invention would not likely be applicable to 

another invention; 
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(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 
101 and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected invention. 

The election of an invention may be made with or without traverse. To reserve 
a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. Traversal must be presented at 
the time of election in order to be considered timely. Failure to timely traverse the 
requirement will result in the loss of right to petition under 37 CFR 1.144. If claims are 
added after the election, applicant must indicate which of these claims are readable on 
the elected invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zarni Maung whose telephone number is (571) 272- 
3939. The Examiner can normally be reached on Monday-Friday from 8:30 to 5:00 p.m. 
If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
Supervisor, John Follansbee can be reached at (571) 272-3964. Any inquiry of a 
general nature or relating to the status of this application or proceeding should be 
directed to the receptionist whose telephone number is (703) 305-3800/4700. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system, status information for published 
application may be obtained from either Private or Public PAIR, for unpublished 
application Private PAIR only (see http://pair- direct.uspto.gov or the Electronic Business 
Center at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Hand carried or delivered to: 

Customer Service Window located at the Randolph Bldg. 401 
Dulany St. Alexandria, VA 22314 
Faxed to the Central Fax Office: 
(571) 273-8300 (New Central Fax No.) 
Or Telephone 

(571 ) 272-21 00 for TC 21 00 Customer Service Office. 
/Zarni Maung/ 

Primary Examiner, Art Unit 2451 



